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Graduate Certificate in Intellectual Property Law

Intellectual Property And Innovation

Abandonment — The voluntary relinquishment of a patent or trademark right, typically by failure to pay
maintenance fees or by a clear declaration of intent not to enforce.

Related terms: non-use, dedication, reinstatement.

Explanation: When an owner stops paying required fees, the intellectual property (IP) right expires and
enters the public domain, allowing others to use the invention or mark without infringement risk.

Example: A U.S. patent holder who neglects to pay the 3'2-year maintenance fee sees the patent lapse, and
competitors may freely practice the invention.

Practical application: Companies often conduct “fee-watch” programs to avoid accidental abandonment.
Challenges: Determining intent can be difficult; inadvertent non-payment may lead to costly litigation to
revive rights.

Acquisition of Rights — The process of obtaining IP ownership or licensing through purchase, assignment, or
merger.

Related terms: assignment, licensing, due diligence.

Explanation: Acquiring rights may involve negotiating terms, conducting freedom-to-operate analyses, and
ensuring proper recording with the relevant IP office.

Example: A biotech firm purchases a portfolio of patents covering CRISPR technology to secure freedom to
operate.

Practical application: Mergers and acquisitions often include extensive IP asset valuation.

Challenges: Hidden encumbrances, prior-art disputes, and antitrust scrutiny can complicate the acquisition.

Administrative Patent Search — A preliminary examination performed by a patent office to identify existing
documents that may affect patentability.

Related terms: prior art search, novelty, non-obviousness.

Explanation: The search helps examiners assess whether an invention meets statutory requirements before
granting a patent.

Example: The European Patent Office conducts an automated search using the Espacenet database during
the initial filing stage.

Practical application: Applicants often commission independent searches to strengthen their applications.
Challenges: Incomplete databases and language barriers can result in overlooked references, leading to
later invalidity.

Amendment — A modification to a pending patent or trademark application that alters claims, description,
or drawings.

Related terms: claim amendment, restriction, rejection.

Explanation: Amendments are used to overcome examiner objections, clarify scope, or respond to prior-art
citations.

Example: An applicant narrows a claim from “any polymer” to “a biodegradable polymer” after a prior-art
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rejection.

Practical application: Strategic amendments can preserve core inventive concepts while satisfying statutory
criteria.

Challenges: Over-amending may introduce new subject matter, violating the prohibition on adding matter
after filing.

Ancillary Rights — Secondary IP rights that arise from a primary right, such as moral rights or neighboring
rights.

Related terms: moral rights, neighboring rights, exploitation rights.

Explanation: These rights may protect the personal connection of creators to their works or provide
additional control over related uses.

Example: In France, authors retain moral rights to be credited and to object to derogatory modifications of
their works.

Practical application: Licensing agreements often address ancillary rights to avoid future disputes.
Challenges: Variations in international recognition create complexity in cross-border transactions.

Appeal — The procedural step whereby a party requests a higher authority to review a decision of a patent
or trademark examiner.

Related terms: appeal board, reconsideration, judicial review.

Explanation: Appeals may be based on legal errors, misinterpretation of facts, or procedural irregularities.
Example: An inventor files an appeal with the USPTO's Patent Trial and Appeal Board after a final rejection.
Practical application: Successful appeals can overturn rejections and lead to grant.

Challenges: Appeals are time-consuming, costly, and outcomes are uncertain; strategic timing is essential.

Arbitration Clause — A contractual provision that obliges parties to resolve IP disputes through arbitration
rather than court litigation.

Related terms: alternative dispute resolution, forum selection, confidentiality.

Explanation: Arbitration can provide faster, specialized, and private resolution of complex IP issues.
Example: A software licensing agreement includes an arbitration clause specifying the International
Chamber of Commerce as the forum.

Practical application: Companies embed arbitration clauses to protect trade secrets during disputes.
Challenges: Enforceability varies by jurisdiction; some courts may limit arbitration on certain IP matters.

Assignment — The transfer of ownership of an IP right from one party to another, typically documented in a
written agreement.

Related terms: novation, title transfer, recordation.

Explanation: Assignments must be executed with proper formalities to be effective against third parties,
often requiring registration with the IP office.

Example: A university assigns a patent on a novel drug delivery system to a pharmaceutical company for
commercialization.

Practical application: Assignments are common in spin-out ventures and technology transfer.

Challenges: Incomplete assignments or failure to record can create ownership disputes and impede
enforcement.
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Balancing Test — A legal analysis used to weigh competing interests, such as IP protection versus public
policy considerations.

Related terms: fair use, public interest, policy exception.

Explanation: Courts apply the balancing test to determine whether a limitation on exclusive rights is
justified.

Example: In copyright fair-use analysis, the court balances the purpose of use, nature of the work, amount
taken, and market effect.

Practical application: Innovators must assess potential fair-use defenses when designing products that
incorporate copyrighted material.

Challenges: The test is inherently subjective, leading to unpredictable outcomes.

Baseline Patent — The earliest patent in a family that establishes the core inventive concept, often used as a
reference point for subsequent improvements.

Related terms: patent family, continuation, priority date.

Explanation: The baseline defines the priority date and determines the scope of later filings that claim
priority to the original application.

Example: A 2005 US patent on a lithium-ion battery electrode serves as the baseline for later patents on
electrolyte additives.

Practical application: Companies conduct baseline analyses to map the evolution of technology and identify
freedom-to-operate gaps.

Challenges: Complex family trees can obscure ownership and licensing obligations.

Berne Convention — An international treaty governing copyright protection, requiring member states to
provide minimum standards of protection and reciprocal treatment.

Related terms: moral rights, automatic protection, national treatment.

Explanation: Under the Berne Convention, works are protected without formal registration, and the term of
protection is at least the life of the author plus 50 years.

Example: A Canadian author’s novel automatically receives protection in all Berne signatory countries.
Practical application: Creators can rely on the treaty to enforce rights globally.

Challenges: Variations in implementation, such as differing moral-right regimes, can create enforcement
difficulties.

Beneficial Ownership — The true economic interest in an IP asset, regardless of the legal title holder.

Related terms: trust arrangement, nominee, transparent ownership.

Explanation: Beneficial owners enjoy the financial benefits and may direct the exploitation of the IP, even if a
third party holds the legal title.

Example: A venture capital fund holds legal title to patents in a nominee company, while the fund'’s
investors are the beneficial owners.

Practical application: Disclosure of beneficial ownership is required in many jurisdictions to prevent tax
evasion and money laundering.

Challenges: Complex structures can obscure true ownership, complicating licensing and enforcement.

Biotechnology Patent — A patent covering inventions in the life sciences, such as genetically modified
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organisms, therapeutic proteins, or diagnostic methods.

Related terms: gene patent, plant variety protection, biotech exclusivity.

Explanation: Biotechnology patents must satisfy the same statutory criteria as other patents, but often face
heightened scrutiny regarding novelty and enablement.

Example: A patent on a CRISPR-Cas9 editing system claims exclusive rights to the composition of matter
and method of use.

Practical application: Securing biotech patents is essential for attracting investment and recouping R&D
costs.

Challenges: Ethical concerns, public policy exceptions, and compulsory licensing provisions can limit
enforceability.

Broad Claim — A patent claim that encompasses a wide range of embodiments, often drafted to maximize
protection but risking invalidity.

Related terms: claim scope, over-breadth, defense of indefiniteness.

Explanation: Broad claims may be rejected for lacking novelty or for being indefinite if the language does
not clearly define the invention.

Example: A claim that recites “a computer-implemented method for processing data” without specifying the
technical steps may be deemed overly broad.

Practical application: Drafting strategies balance breadth with specificity to survive examination and
enforcement.

Challenges: Broad claims attract more prior-art rejections and can be vulnerable to design-around
strategies.

Business Method Patent — A patent that protects a novel method of conducting business, often involving
software or e-commerce processes.

Related terms: software patent, patent eligibility, Alice test.

Explanation: In the United States, such patents must pass the abstract-idea hurdle established in Alice Corp.
v. CLS Bank.

Example: A patent covering a method for online auction bidding that includes specific technical steps to
reduce latency.

Practical application: Companies use business method patents to create barriers to entry in fintech markets.
Challenges: Courts frequently invalidate these patents for being abstract ideas, leading to uncertainty.

Collective Management Organization (CMO) — An entity that administers rights on behalf of multiple rights
holders, such as music publishers or authors.

Related terms: rights clearance, royalty collection, licensing pool.

Explanation: CMOs negotiate licenses, collect fees, and distribute revenues to members, simplifying the
licensing process for users.

Example: ASCAP and BMI manage performance rights for songwriters in the United States.

Practical application: Content platforms obtain blanket licenses from CMOs to legally stream music.
Challenges: Disputes over allocation formulas and transparency can arise, especially in cross-border
contexts.
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Compulsory License — A government-authorized permission to use a patented invention without the
consent of the patent holder, usually upon payment of a set royalty.

Related terms: government use, public interest, fair remuneration.

Explanation: Compulsory licensing is permitted under international treaties like TRIPS under specific
conditions, such as national emergencies.

Example: A country issues a compulsory license for a patented HIV drug to address a public health crisis.
Practical application: Allows access to essential technologies when the rights holder refuses to license on
reasonable terms.

Challenges: May deter investment in R&D if over-used; negotiating royalty rates can be contentious.

Contributory Infringement — Liability for providing a component or service that, while not directly infringing,
enables others to infringe a protected IP right.

Related terms: induced infringement, vicarious liability, facilitating device.

Explanation: Courts assess whether the contributor had knowledge of the infringement and intended to
facilitate it.

Example: A manufacturer sells a specialized chip that can only be used in a patented device, knowing the
chip will be used to infringe.

Practical application: Companies conduct risk assessments to avoid supplying components that could be
used illicitly.

Challenges: Determining the threshold of intent and knowledge can be complex, leading to litigation.

Continuing Disclosure — An obligation for patent owners to disclose material information to the patent
office after grant, often required in certain jurisdictions.

Related terms: post-grant review, maintenance filing, information update.

Explanation: Failure to disclose relevant prior art or corrective data can result in unenforceability.

Example: In Japan, patentees must submit a “Patent Maintenance Report” detailing any known prior art that
could affect validity.

Practical application: Maintaining good standing of patents in key markets.

Challenges: Tracking global obligations and ensuring timely compliance.

Copyright — A bundle of exclusive rights granted to creators of original works of authorship, covering
reproduction, distribution, public performance, and derivative works.

Related terms: moral rights, fair use, public domain.

Explanation: Copyright arises automatically upon fixation in a tangible medium and lasts for the life of the
author plus a statutory term.

Example: A photographer’s image is protected from unauthorized copying for 70 years after the
photographer’s death.

Practical application: Licensing agreements monetize creative works.

Challenges: Digital copying, online infringement, and jurisdictional differences complicate enforcement.

Creative Commons License — A set of standardized, permissive licenses that allow creators to grant specific
usage rights while retaining others.
Related terms: open licensing, public domain dedication, attribution.
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Explanation: Licenses range from “CC BY” (attribution only) to “CC BY-NC-ND" (non-commercial, no
derivatives).

Example: An academic journal publishes articles under a CC BY-NC-SA license, permitting non-commercial
sharing with attribution.

Practical application: Facilitates collaborative projects and open-access publishing.

Challenges: Misinterpretation of license terms can lead to unintended infringement.

Design Patent — A form of protection for the ornamental appearance of a functional item, granted for a
limited term.

Related terms: industrial design, ornamental feature, utility patent.

Explanation: In the United States, design patents protect the visual design, not the functional aspects, of a
product.

Example: A unique shape of a smartphone’s housing is protected by a design patent.

Practical application: Companies use design patents to prevent competitors from copying a product’s
distinctive look.

Challenges: Infringement analysis focuses on “ordinary observer” tests, which can be subjective.

Doctrine of Equivalents — A legal principle allowing a court to find infringement even when the accused
product does not literally fall within the patent claims, if it performs substantially the same function in
substantially the same way.

Related terms: literal infringement, prosecution history estoppel, substantial equivalence.

Explanation: The doctrine prevents trivial alterations from avoiding liability.

Example: A competitor modifies a patented chemical process by changing a temperature parameter, yet the
overall method remains equivalent.

Practical application: Patent owners rely on the doctrine to enforce broader protection.

Challenges: Courts balance the doctrine against the risk of expanding claim scope beyond what was
originally disclosed.

Domain Name — An Internet address that can be protected under trademark law if it is confusingly similar to
a protected mark.

Related terms: cybersquatting, uniform domain-name dispute resolution policy (UDRP), brand protection.
Explanation: Owners can assert rights against registrants who register domain names in bad faith.

Example: A company files a UDRP complaint to recover “brandname.com” after a third party registers it to
profit from the brand'’s reputation.

Practical application: Trademark owners monitor domain registries to prevent infringement.

Challenges: Jurisdictional issues and the speed of domain registration can outpace enforcement efforts.

Dual-Use Technology — Technology that can be used for both civilian and military applications, often subject
to export controls.

Related terms: export control, strategic goods, compliance.

Explanation: Dual-use items may require licensing before they can be transferred across borders.

Example: A semiconductor design software that can be used for consumer electronics and missile guidance
systems.
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Practical application: Companies must conduct end-use checks and obtain export licenses.
Challenges: Complex regulatory regimes and rapid technology evolution increase compliance risk.

Exclusive License — A licensing agreement that grants the licensee sole rights to use the IP in a defined field
or territory, precluding even the licensor from exploiting the right.

Related terms: sole license, grant-back, field of use.

Explanation: Exclusive licenses are valuable for attracting investment and enabling commercialization.
Example: A startup receives an exclusive worldwide license to a university-owned patent on a novel vaccine
platform.

Practical application: Investors often require exclusivity before providing funding.

Challenges: Monitoring compliance and ensuring the licensor does not inadvertently breach exclusivity.

Exhaustion Doctrine — Also known as “first sale,” the principle that once a patented product is sold by the
patent holder or with their authorization, the patent holder’s control over that particular item is exhausted.
Related terms: patent exhaustion, parallel import, resale rights.

Explanation: After exhaustion, the purchaser may use or resell the item without infringing the patent.
Example: A consumer purchases a patented smartphone abroad and resells it in the United States; the
patent holder cannot block the resale under the exhaustion doctrine.

Practical application: Companies design licensing strategies that consider exhaustion to avoid unintended
market restrictions.

Challenges: International exhaustion varies; some jurisdictions limit exhaustion to domestic sales only.

Fair Use — A statutory exception to copyright infringement that allows limited use of copyrighted material
for purposes such as criticism, news reporting, teaching, or research.

Related terms: four-factor test, transformative use, public domain.

Explanation: Courts balance purpose, nature, amount, and market effect to determine fairness.

Example: A documentary filmmaker includes short clips of a copyrighted song for commentary, qualifying as
fair use.

Practical application: Creators rely on fair-use analysis to assess risk before incorporating existing works.
Challenges: The subjective nature of the test leads to litigation uncertainty.

Freedom-to-Operate (FTO) Opinion — A legal analysis that assesses whether a product or process can be
commercialized without infringing existing IP rights.

Related terms: clearance search, risk assessment, infringement opinion.

Explanation: An FTO opinion identifies potential infringing patents and suggests design-around strategies
or licensing needs.

Example: A manufacturer obtains an FTO opinion before launching a new electric-vehicle battery
technology.

Practical application: Reduces litigation risk and informs strategic decisions.

Challenges: Incomplete patent data and evolving jurisprudence can limit the opinion’s reliability.

General Patent Claim — A claim that is drafted in broad, functional language, often covering "any device”
that performs a particular function.
Related terms: functional claim, means-plus clause, indefiniteness.
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Explanation: Such claims can be vulnerable to rejection for lack of enablement or clarity.

Example: A claim reciting “a means for transmitting data” without specifying the structure may be deemed
indefinite.

Practical application: Drafting guidelines recommend limiting functional language to avoid invalidity.
Challenges: Balancing breadth with the requirement for concrete disclosure.

Global Patent Strategy — A coordinated plan for filing, prosecuting, and managing patents across multiple
jurisdictions to maximize protection and commercial value.

Related terms: priority filing, Patent Cooperation Treaty (PCT), regional patent office.

Explanation: The strategy involves selecting target markets, timing applications, and aligning with business
objectives.

Example: A pharma company files a PCT application, then enters the national phase in the US, EU, and Japan
to secure worldwide coverage.

Practical application: Enables efficient resource allocation and synchronized market entry.

Challenges: Managing divergent legal standards, translation costs, and differing enforcement environments.

Goodwill — An intangible asset representing the reputation, customer loyalty, and brand value associated
with a business, often protected by trademark law.

Related terms: brand equity, trade dress, secondary meaning.

Explanation: Goodwill can be transferred in a business sale and may be a factor in damages calculations for
infringement.

Example: A well-known coffee chain’s brand goodwill adds significant value to its overall enterprise.
Practical application: Companies monitor and enforce trademark rights to preserve goodwill.

Challenges: Quantifying goodwill for accounting purposes and proving loss in infringement suits.

Hybrid Open-Source License — A licensing model that combines open-source elements with proprietary
clauses, often used to encourage adoption while retaining commercial control.

Related terms: dual licensing, copyleft, source-available.

Explanation: The license may permit free use under certain conditions but require payment for commercial
exploitation.

Example: A software platform is released under an Apache-style license for non-commercial use, while
enterprises must purchase a commercial license for profit-making deployments.

Practical application: Balances community development with revenue generation.

Challenges: License compliance monitoring and potential incompatibility with other open-source licenses.

Infringement — The unauthorized making, using, selling, offering for sale, or importing of a protected IP
right.

Related terms: direct infringement, induced infringement, vicarious liability.

Explanation: Infringement can be civil, leading to damages and injunctions, or criminal in certain
jurisdictions.

Example: A competitor manufactures a patented widget without permission, constituting direct
infringement.

Practical application: Rights holders enforce infringement through cease-and-desist letters and litigation.
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Challenges: Identifying infringing activities, especially in digital environments, can be technically complex.

International Search Report (ISR) — A document issued by an International Searching Authority during the
PCT process, summarizing relevant prior art.

Related terms: PCT, International Preliminary Examination Report (IPER), search opinion.

Explanation: The ISR assists applicants in evaluating the patentability of their invention before entering
national phases.

Example: The European Patent Office provides an ISR identifying prior art for a biomedical invention filed
under the PCT.

Practical application: Helps streamline subsequent examination and reduce prosecution costs.
Challenges: The quality and completeness of the ISR may vary among authorities.

Joint Ownership — A situation where two or more parties hold title to an IP right simultaneously, each
possessing undivided interests.

Related terms: co-ownership, tenancy in common, licensing rights.

Explanation: Joint owners may need unanimous consent for certain actions, such as licensing or
enforcement, unless otherwise agreed.

Example: Two inventors jointly own a patent and must agree on a licensing strategy.

Practical application: Joint ownership is common in collaborative research projects.

Challenges: Disputes over licensing terms and profit sharing can arise, requiring clear agreements.

Judicial Review — The process by which a court examines the legality of an administrative decision, such as a
patent examiner’s refusal.

Related terms: appeal, court of appeals, de novo review.

Explanation: Judicial review may focus on procedural fairness, statutory interpretation, or substantive errors.
Example: An inventor challenges a USPTO rejection in the Federal Circuit, seeking reversal.

Practical application: Provides a check on administrative discretion.

Challenges: Courts may defer to agency expertise, limiting the scope of review.

Know-How — Unpublished technical information, expertise, or trade secrets that provide a competitive
advantage.

Related terms: trade secret, confidentiality agreement, technical data.

Explanation: Unlike patents, know-how is protected through secrecy rather than registration, and may be
transferred via licensing.

Example: A manufacturing process that reduces waste is kept as know-how and shared only with trusted
partners under NDAs.

Practical application: Companies leverage know-how to differentiate products while avoiding disclosure
requirements.

Challenges: Risk of inadvertent disclosure and difficulty in enforcing rights against misappropriation.

License Agreement — A contract granting permission to use IP under defined conditions, often including
scope, territory, duration, and royalties.

Related terms: exclusive license, non-exclusive license, royalty.

Explanation: Licenses can be granted for patents, trademarks, copyrights, or trade secrets, and may include
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field-of-use limitations.

Example: A software company licenses its code to a hardware manufacturer for integration into consumer
devices.

Practical application: Enables monetization of IP assets without full transfer of ownership.

Challenges: Drafting clear terms to prevent ambiguity and ensuring compliance monitoring.

Limitation of Liability Clause — A contractual provision that caps the amount of damages a party must pay in
case of IP infringement.

Related terms: indemnity, damage cap, risk allocation.

Explanation: Such clauses are common in licensing agreements to manage financial exposure.

Example: A license agreement limits the licensor’s liability to the total royalties paid during the contract
term.

Practical application: Provides predictability for both parties.

Challenges: May be unenforceable if deemed unconscionable or contrary to public policy.

Litigation Funding — The provision of financial resources to support IP litigation, often in exchange for a
share of any recovery.

Related terms: third-party funding, contingent fee, risk sharing.

Explanation: Funding allows rights holders to pursue costly enforcement actions without depleting internal
resources.

Example: A startup obtains third-party funding to sue a larger competitor for patent infringement.
Practical application: Expands access to justice for smaller entities.

Challenges: Funding agreements may influence settlement decisions and raise ethical concerns.

Machine-Readable IP Database — A digital repository of IP records that can be accessed and processed by
computers for search and analysis.

Related terms: big data analytics, patent analytics, open data.

Explanation: Such databases enable automated prior-art searches, portfolio management, and competitive
intelligence.

Example: The USPTO's Patent Full-Text and Image Database (PatFT) provides machine-readable XML files for
bulk download.

Practical application: Companies use Al tools to mine these databases for freedom-to-operate assessments.
Challenges: Data quality, standardization, and privacy concerns affect usability.

Merger Guidelines — Antitrust frameworks that evaluate whether a merger, including IP asset acquisitions,
would substantially lessen competition.

Related terms: horizontal merger, market concentration, competition authority.

Explanation: Regulators assess the impact on innovation, market power, and consumer welfare.

Example: The European Commission reviews a proposed merger between two leading semiconductor firms,
focusing on overlapping patent portfolios.

Practical application: Companies conduct pre-merger notifications and negotiate remedies.

Challenges: Predicting regulatory outcomes and structuring deals to satisfy competition authorities.

Non-Disclosure Agreement (NDA) — A contract in which parties agree to keep disclosed information
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confidential, often used to protect trade secrets and know-how.

Related terms: confidentiality clause, trade secret protection, information security.

Explanation: NDAs specify the scope of confidentiality, duration, and remedies for breach.

Example: Two biotech firms sign an NDA before discussing a potential joint development project involving
proprietary cell lines.

Practical application: Facilitates collaboration while safeguarding valuable IP.

Challenges: Enforcing NDAs across jurisdictions and proving damages in breach cases.

Non-Obviousness — A patentability requirement that an invention must not be obvious to a person having
ordinary skill in the art (PHOSITA) at the time of filing.

Related terms: inventive step, obviousness analysis, secondary considerations.

Explanation: Courts and examiners assess prior art, motivation, and differences to determine obviousness.
Example: A claim for a minor modification of an existing drug formulation may be rejected as obvious.
Practical application: Applicants strengthen applications with unexpected results or commercial success
evidence.

Challenges: Subjective nature leads to inconsistent outcomes across jurisdictions.

Open Innovation — A paradigm that encourages firms to use external ideas and internal R&D to accelerate
innovation, often involving IP sharing.

Related terms: collaborative R&D, crowdsourcing, licensing pool.

Explanation: Companies may license patents, participate in standards bodies, or release IP under open terms
to foster ecosystem growth.

Example: A technology firm contributes its patents to an industry-wide pool to enable interoperable
devices.

Practical application: Reduces duplication of effort and speeds market entry.

Challenges: Balancing openness with protection of core competitive assets.

Patent Assertion Entity (PAE) — An organization that acquires patents primarily to enforce them against
alleged infringers, often through licensing or litigation.

Related terms: patent troll, non-practicing entity (NPE), litigation strategy.

Explanation: PAEs generate revenue by monetizing patent portfolios without manufacturing products.
Example: A PAE files lawsuits against multiple smartphone manufacturers alleging infringement of a
standard-essential patent.

Practical application: Companies may settle to avoid costly litigation.

Challenges: Public criticism, potential antitrust scrutiny, and legislative reforms targeting abusive practices.

Patent Cooperation Treaty (PCT) — An international treaty that simplifies the filing of patent applications in
multiple countries through a single “international” application.

Related terms: international phase, national phase, priority date.

Explanation: The PCT provides a unified search and preliminary examination, giving applicants time to
assess commercial potential before incurring national filing costs.

Example: An inventor files a PCT application, then later enters the national phase in the United States, China,
and Germany.
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Practical application: Enables strategic, cost-effective global protection.
Challenges: The PCT does not grant an international patent; each national office still conducts its own
examination.

Patent Exhaustion — The principle that once a patented product is sold by the patentee or with their
consent, the patentee’s control over that particular item is exhausted, allowing the purchaser to use or resell
it.

Related terms: first sale doctrine, parallel import, post-sale restrictions.

Explanation: Exhaustion can be limited to the jurisdiction of sale or be worldwide, depending on national
law.

Example: A U.S. patent holder sells a device abroad; under U.S. law, the purchaser may import and resell the
device in the United States if the sale was authorized.

Practical application: Companies structure distribution agreements to respect exhaustion limits.

Challenges: Conflicts between domestic and international exhaustion doctrines create legal uncertainty.

Patent Portfolio Management — The strategic oversight of a collection of patents, including acquisition,
maintenance, licensing, and enforcement.

Related terms: IP asset valuation, renewal strategy, portfolio pruning.

Explanation: Effective management aligns IP assets with business goals, optimizes costs, and maximizes
revenue.

Example: A corporation conducts an annual review to abandon low-value patents and focus resources on
high-impact inventions.

Practical application: Supports informed decision-making for R&D investment and M&A activities.
Challenges: Data complexity, cross-jurisdictional maintenance fees, and rapidly evolving technology
landscapes.

Patent Prosecution — The process of obtaining a patent, encompassing filing, examination, amendment, and
potential appeal.

Related terms: office action, claim drafting, grant.

Explanation: Prosecution involves interaction with the patent office to satisfy statutory requirements.
Example: An applicant responds to a USPTO non-final rejection by amending claims and presenting
arguments on novelty.

Practical application: Skilled prosecution can secure broader protection and reduce post-grant disputes.
Challenges: Navigating differing examination standards across jurisdictions and managing deadlines.

Patent Term Extension (PTE) — An extension of the standard patent term to compensate for regulatory
delays, particularly in pharmaceuticals and agrochemicals.

Related terms: Supplementary Protection Certificate (SPC), regulatory review period, effective filing date.
Explanation: PTEs restore exclusive rights for a limited period after market approval.

Example: The European Union grants an SPC extending protection for a drug by up to five years after the
original patent expires.

Practical application: Provides additional commercial exclusivity to recoup R&D investment.

Challenges: Application procedures are complex, and extensions are limited in duration.
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Patent Troll — A colloquial term for a PAE that acquires patents primarily to litigate or demand licensing fees,
often without producing the patented technology.

Related terms: non-practicing entity, strategic litigation, license demand.

Explanation: Critics argue that patent trolls hinder innovation and burden courts.

Example: An entity files a lawsuit against a small startup, claiming infringement of a broad software patent
and seeking a settlement.

Practical application: Companies may implement defensive patent aggregations to mitigate troll risk.
Challenges: Legislative reforms and court rulings aim to curb abusive practices, but litigation remains a tool
for some entities.

Patent Valuation — The process of estimating the monetary worth of a patent or portfolio, often for
licensing, sale, or financial reporting.

Related terms: discounted cash flow, royalty rate, market approach.

Explanation: Valuation considers factors such as remaining term, enforceability, market size, and comparable
transactions.

Example: An investment bank performs a
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